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Office Action Summary 



Application No. 
09/331,376 



ApPKnt(s) 



Fodstad et al 




- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 



MONTH(S) FROM 



Period for Reply „ ^.,„,„r- - 
A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3_ 
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. » no p^T/'X* P.*- abo... ft. n,.*™ «.«.»,, P»i« «■ «* - «• «*• « 161 M0NTHS *™ «" m * B "- ""' 

communication. the application to become ABANDONED <35 U.S.C. § 1 33). 

" S^SJJS 2 ^etTSlCa rffjSi: mandate «- communication, even . time.y fHed. may reduce an V 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status . 

1 ) K Responsive to communication(s) filed on May 11,2001 

2a)K This action is FINAL. 2b) □ This action is non-final. 

3,0 Since this app.ication is in condition for al.owance except for " 
closed in accordance with the practice under fx parte Quayle, 1 935 CD. 11, 453 O.G. 21 3. 

Disposition of Claims 
4)53 riaim (^ u4 r 6 ' 11 ' and 13 ' 16 



4a) Of the above, claim(s) 
5)D Claim(s)_ 



6) (X) 1-4. 6-11. and 13-16 

7) D Ctaim(s) 

8) D Claims 



is/are pending in the application, 
is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 
9)D The specification is objected to by the Examiner 



is/are objected to by the Examiner 



is: a)D approved b)D disapproved. 



10)D The drawing(s) filed on 

1 1 )□ The proposed drawing correction filed on 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 1 19 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

a)D All b)D Some* c)D None of: 

1 . □ Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No. 

3 □ Copies of the certified copies of the priority ,n *'» N3ti ° na! 51396 

application from the International Bureau (PCT Rule 1 7.2(a)). 
♦See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 



1 5} □ Notice of References Cited (PTO-892) 

16) □ Notice of Drattspersons Patent Drawing Review (PTO-948) 

17) □ Information Disclosure Statements (PTO-1449) Paper No(s). 



18) □ Interview Summary IPT0-413) Paper No(s). 

19) Q Notice of Informal Patent Application (PTO-1 52) 

20) □ Other: 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 9-00) 



Office Action Summary 



Part of Paper No. 16 



Page 2 

Application/Control Number: 09/331376 
Art Unit: (jL ^1 

Davis, Group Art Unit 1642. 

, , of Title 35 U S. Code not included in this action can be found 
The text of those sections of Title ss, u.a. v, 

in a prior Office action. 

, i w i a 6-11 13-16 are being examined. 
Accordingly, claims 1-4, 6- n , 

The following are the remaining rejections. 



REJECTION UNDER 35 USC 112, SECOND PARAGRAPH 



recitation 



■ r.Ull 13 depend on claim 1, wherein claim 1 
ion of cancer antigens wherein claims 6, 8 , 1 1, 13 dep 

for reasons already of record in paper No.13. 



excludes malignant cell targets remains: 



and 



tar8etS " . • tj„ 1 S have been considered but are not deemed 

Applicant's arguments set forth in paper No.15 have 

to be persuasive for the following reasons: 
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Application/Control Number: 09/33 1 376 Pa g e 4 

Art Unit: 

Rejection under 35 USC 103 of claims 1-4, 6-111, 13-16 pertaining to obviousness over 
Hajek et al, in view of Fodstad et al and O'Briant et al remains for reasons already of record in 
paper No. 13. 

Applicant argues that the references by Hajek et al and Fodstad et al discloss fluorescent 
tagged antibody, whereas in the claimed invention fluorescent or dyed particles are coated with 
antibodies. Applicant further argues that the claimed invention is directed to cells in suspension, 
and not cells formed as smears and stained as cited in Hajek et al. Further, the claimed invention 
provides the advantage of a larger fluorescent or dyed particle, and due to the size of the particle, 
enjoys fluorescent strength for a considerable amount of time. 

Applicant's arguments set forth in paper No. 15 have been considered but are not deemed 
to be persuasive for the following reasons: 

The sizes of the microspheres taught by Hajek et al (column 8) is within the range of sizes 
of the particles in the claimed method. Further, although Hajek et al teach the use of smears on 
slide for use in fluorescent microscope, Hajek et al also teach that the samples could also be 
analyzed by flow cytometry instrument (column 2). It is well known in the art, and as recited by 
Fodstad et al, a cell suspension is used in a flow cytometer (p.5, first paragraph). In addition, 
Hajek et al teach that different sets of microspheres are optically differentiated by having different 
optical characteristics such as size, shape, color or combination thereof (abstract, and column 10, 
lines 20-24). 
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Thus the claimed method appears to be the same as the prior art combined method, absent 
a showing of unobvious differences. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 

policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SEX MONTHS from the mailing date 
of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Minh-Tam B. Davis whose telephone number is (703) 305-2008. The 
examiner can normally be reached on Monday-Friday from 9:30am to 3:30pm, except on 
Wesnesday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Tony Caputa, can be reached on (703) 308-3995. The fax phone number for this Group is 
(703) 308-4227. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-0916. 



Minh-Tam B. Davis 
July 20, 2001 



OA 

ANTHONY C. CAPUTA 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1600 



